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for purifying DNA in an aqueous sample. 
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Basis of the report 

This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments (Rules 70. 16 and 70.17).): 
Description, pages: 

1-6 as originally filed 



Claims, No.: 

1-11 as originally filed 

12 as received on 16/1 1/2000 with letter of 15/1 1/2000 



2. With regard to the language, all the elements marked above were available or furnished to this Authority in the 
language in which the international application was filed, unless otherwise indicated under this item. 

These elements were available or furnished to this Authority in the following language: , which is: 

□ the language of a translation furnished for the purposes of the international search (under Rule 23.1 (b)). 

□ the language of publication of the international application (under Rule 48.3(b)). 

□ the language of a translation furnished for the purposes of international preliminary examination (under Rule 
55.2 and/or 55.3). 

3. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the 
international preliminary examination was carried out on the basis of the sequence listing: 

□ filed together with the international application in computer readable torm. 

□ furnished subsequently to this Authority in written form. 

□ furnished subsequently to this Authority in computer readable form. 

□ The statement that the subsequently furnished written sequence listing does not go beyond the disclosure in 
the international application as filed has been furnished. 

□ The statement that the information recorded in computer readable form is identical to the written sequence 
listing has been furnished. 

4. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 
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5. □ This report has been established as if (some of) the amendments had not been made, since they have been 
considered to go beyond the disclosure as filed (Rule 70.2(c)): 

(Any replacement sheet containing such amendments must be referred to under item 1 and annexed to this 
report.) 



6. Additional observations, if necessary: 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations supporting such statement 

1. Statement 



Noveity (N) 


Yes: 


Claims 


3,8,12 




No: 


Claims 


1,2,4,5,6,7,9 


Inventive step (IS) 


Yes: 


Claims 






No: 


Claims 


1-12 


Industrial applicability (IA) 


Yes: 


Claims 


1-12 




No: 


Claims 





2. Citations and explanations 
see separate sheet 



VII. Certain defects in the international application 

The following defects in the form or contents of the international application have been noted: 
see separate sheet 
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Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step 
or industrial applicability; citations and explanations supporting such statement 

1 . Reference is made to the following documents: 

D1^US4332916A(B.P. THILL) Uune.1982 
D2: W0941 1 103A (WILLIAMS) 26.May.1994 
D3: US4154676A (D.T. JONES) 15.May.1979 

D5: W091 17830 A (BIO ISOLATES LTD) 28.November.1991 cited in the 
application 

D6: US51 62404A (RAINER NORMAN B) 1 0.November.1 992 



2. Novelty 

2a. The document D1 discloses an ion exchange adsorbent medium, 

prepared from cellulose sponge. The medium is chemically linked with a cross- 
linkable polymer (cf. D1 : column 1 lines 52-56, claim 1). The medium is chopped 
in particles for the use in a packed adsorption column (cf. D1: column 2 lines 27- 
31). The medium can be used free of any fibrous reinforcement, (cf. D1: column 1 
lines 56-61). 

Since the technical features of the claimed adsorbent medium do not distinguish 
it from the adsorbent medium already disclosed in the prior art D1 , the subject- 
matter of independent claim 1 lacks novelty in terms of Articles 33(1)-(2)PCT. 

This applies also to dependent claims 2, 4, 5, and 1 0 

2b. D3 discloses an ion exchange adsorption process using ion exchange adsorption 
mediums made by cellulose (cf. D3: column 1 line 66-column 2 line 5). The ion 
exchange cellulose disclosed in D3 may be in the physical form of a sponge (cf. 
D3: column 4 lines 22-24, Example 1), may be used in particulate form, such as 
beads or granules (cf. D3: column 4 lines 25-27), may be cross-linked (cf. D3: 
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column 3 lines 13-15, Example 1), may be used without fibrous reinforced (cf. D3: 
a q_o\ o«h the functional nrouDs mav be DEAE (cf. D3: Example 1). 

UUIUMll I *t 111 ICO kj-<2) "MM 1.1 »w ■ • Cf 1 - 

D3 describes the application of the adsorbent medium to retain the DNA (cf. D3: 
column 2 lines 17-26, particularly line 24). 

Since the technical features of the claimed adsorbent medium and the claimed 
meThod for purifying DNA do not distinguish them from the aclsorbenHrodmm 
and method already disclosed in the prior art D3, the subject-matter of 
independent claims 1 and 1 1 lacks novelty in terms of Articles 33(1)-(2)PCT. 

This applies also to dependent claims 2, 4-7, 9, 10. 

2c. D5 discloses an ion exchange process using ion exchange materials made by 
cellulose sponge (cf. D5: abstract). The ion exchange cellulose sponge can be 
reduced to a powder (cf. D5: page 13 lines 11-13), may be cross-linked (cf. D5: 
page 7 lines 29-32) and may be derivatised with the diethylaminoethyl group (cf . 
D5 page 9 lines 19-21). The functional groups make the adsorbent suitable for 
retaining high molecular compounds. 

Since the technical features of the claimed adsorbent medium do not distinguish it 
from the adsorbent medium already disclosed in D5, the subject-matter of 
independent claim 1 lacks novelty in terms of Articles 33(1)-(2)PCT. 

seemsTo be given by the DEAE functional groups: therefore claim 6 lacks 
implicitly novelty (Art. 33(1 )-(2).) 

3 Inventive step 

The comparative tests, made with different adsorbent materials provided by the 
applicant with letter dated 15.1 1 .2000 cannot be used to asses inventive step: the 
feature "spiked outer surface", which characterise the outer surface of the 
particles and is responsible for the results, does not find a basis either in the 
subject-matter of the claims or in the description as originally filed and cannot be 
derived therefrom either. 
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3a. The subject-matter of claim 3 is not explicitly mentioned in the available prior art. 
1 1 rri; n r, tha Hocnrintinn irA naae 3 lines 9-13 of the present 

nuwevci, a^ui un ly iv ii iv ww>*. .|- \ i g- - 

application), this value of the water retention is merely due to the elimination of the 
fibrous mesh reinforcement: thus any cellulose sponge, which is not reinforced 
with fibrous means, like mesh or flax, should implicitly show a high(er) water 
retention value. 

Furthfrm"r° if th ^ " water retention value " specified in claim 3 Wuuld be 
regarded as a new technical feature, it can only be regarded as inventive, if the 
use of the material having such a property presents unexpected effects or 
properties in relation to other values . However, no such effects or properties are 
indicated in the application . Hence, no inventive step is present in the subject- 
matter of claim 3 (Art. 33(3)PCT) in view of D1 , D3 or D5. 

3b. The subject-matter of the dependent claim 8 is concerned with the dimensions of 
the ion exchange medium, which make it more suitable for the adsorption process 
and packing in the column. In view of D3, which is considered to be the closed 
prior art, the objective technical problem can be formulated as how to modify the 
ion exchange cellulose material to achieve the effect of a better flow in the 
adsorption/purification process. 

However, the solution of claim 8 has already been proposed for similar adsorbent 
materials, where a crosslinked naturally-occurring polymer like agarose or 
cellulose (cf. D2: page 3 lines 6-14) is derivatised with DEAE functional groups, 

nucleic acids (cf. D2: page 2 lines 7-13, page 7 lines 21-30, page 9 lines 7-10, fig. 
1)- 

It would be obvious to the person skilled in the art, namely when the same result 
is to be achieved, to apply this feature (= particles of 0,5 mm or more) with 
corresponding effect (= improve the adsorption/retaining process) to an ion 
exchange cellulose sponge according to document D3, thereby arriving at an ion 
exchange cellulose sponge according to claim 8. 

Also prior art document D6 (cf. D6: claim 1) anticipates the dimensions of the 
cellulosic sponge particles in the range of 5 mm and above. 

Therefore the subject-matter of claim 8 appears to be obvious and does not 
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involve an inventive step (Article 33(3)PCT) in view of the combined disclosures of 
D3 and D2 and D6. 

3c. The subject-matter of dependent claim 12 is concerned with the size distribution of 
the ion exchange medium particles, which makes it more suitable for the 
adsorption process. 

The description of the present application mentions that the size of the medium 
particles may be either heterogeneous (page 3 line 25), or homogenised (page 5 
lines 22-28). Both alternatives are presented as equivalents to achieve the 
desired effect. The limitation/selection to one of the equivalent alternatives may 
not be considered inventive: the skilled person may select one alternative without 
applying inventive activity, once he knows the problem to be solved 

Therefore the subject-matter of claim 12 is not meeting the requirements set forth 
in Art. 33(3)PCT. 

Re Item VII 

Certain defects in the international application 

1 . The meaning of the term "HVFM" is not clear. It should be explained with the 
terms the letters stay for. 



3. At page 6 lines 21-29 the comparative results shall be presented in the units 
according to the Rule 10.1 PCT. 
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